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DETAILED ACTION 

1 . This Office Action is in response to the Applicants' amendment received on 
07/29/2008. 

Claim Status 

2. Claim 1 is amended. 

3. Claims 5 and 16-23 are canceled. 

4. Claims 1-4 and 6-15 are currently presenting for examination, with claim 1 being 
independent. 

Specification 

5. Applicants' amendment to objection of Specification is acknowledged. Therefore, 
objection to the Specification is withdrawn. 

Claim Objections 

6. Applicants cancel claims 16-21. Therefore, objections to claims 16-21 are 
withdrawn. 

Claim Rejections - 35 USC §101 

7. Applicant's amendment to rejections of claim 1 under 35 U.S.C 101 is 

acknowledged. However, Examiner is not persuaded. Claim 1 recites "a//ow/ng", 
"allowing" and "determining" which are not qualify as a statutory process because the 
claim does not transform underlying subject matter nor it is tied to another statutory 
class, as such the claim is not statutory. Therefore, the Examiner maintains the 
rejection to claim 1 . 

8. Applicants cancel claims 1 6-21 . Thus, rejections to the claims are withdrawn. 
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9. This action lias been made FINAL. 

Claim Rejections - 35 USC §112 

1 0. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
malting and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

1 1 . Claims 1-4 and 6-15 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Claim 1 the limitation "the viewer's data receiving apparatus", in line 3, is not 
supported by the original disclosure. Therefore, the limitations that belong to "viewer's 
data receiving apparatus" in the claim(s) will not be addressed since the examiner unable 
to determine the metes and bounds of the limitations. 

1 2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 1-4 and 6-15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 1 recites the limitation "the viewer's data receiving apparatus" in line 3. There 
is insufficient antecedent basis for this limitation in the claim. 

Claims 2-4 and 6-15 are rejected for the same reason, due to their dependence 
on the above rejected claim. 

Claim Rejections - 35 USC § 101 

14. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

15. Claims 1-4 and 6-15 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claim 1 recites "allowing", "allowing" and "determining" which are not qualify as a 
statutory process because the claim does not transform underlying subject matter nor it 
is tied to another statutory class. To qualify as a statutory process, the claim should 
positively recites the other statutory class (e.g. the thing or product) to which it is tied, 
for example by identifying the apparatus that accomplishes the method steps, or 
positively recite the subject matter that is being transformed, for example by identifying 
the material that is being changed to a different state (see MPEP 2106.IV.B and 
2106.IV.C; and also see Diamond v. Diehr, 450 U.S. at 175, 184 (1981); Gottschalk v. 
Benson, 409 U.S. 63, 71 (1972); and also see in re Stephen W. Comiskey, 499 F.3d 
1365; 2007 U.S. App. LEXIS 22414; 84 U.S.P.Q.2D (BNA) 1670). 
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Claims 25-26 are rejected for tine same reason, due to tlieir dependence on tine 
above rejected claims. 

Claim Rejections - 35 USC § 102 

16. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

17. Claims 1-4 and 6-15 rejected under 35 U.S.C. 102(e) as being anticipated by 
Schaffer et al. (hereinafter referred to as Schaffer), US Pub. Number 2006/0026642 A1 . 

The applied reference has a common Assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 .132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 
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Regarding claim 1 , Schaffer discloses a method for generating a 
recommendation of at least one television program for a viewer (see abstract, lines 1 -5), 
the method comprising: 

allowing the viewer's data receiving apparatus to be used to access a plurality of 
user's apparatus at locations remote from that at which the viewer Is located (e.g. The 
audience predictor (as viewer's data receiving apparatus) can collect the viewing histories, 
by directly sampling the program choices of each user or by receiving a viewing history 
over a network from the set-top terminal or television of each user, §0026, lines 1-5); 

allowing the viewer's data receiving apparatus to communicate with a selection of 
the user's apparatus to allow data representing, at least one of a negative and positive 
example feedback from one or more selected other users apparatus to be received (e.g. 
The audience predictor can communicate with the set-top terminal or television of each 
user in any known manner, including one or more wired or wireless links (or both). 
While the present invention is illustrated herein in the context of television programming 
predictions, the present invention can be applied to any automatically generated 
recommendations that are based on an evaluation of user behavior, such as a viewing 
history or a purchase history, §0026, lines 5-13. Wherein, the viewing histories use to 
generate user profiles; and user profile provides corresponding positive and negative 
program example, §0036, lines 1-3); and 

determining a recommendation for at least one television program to be watched 
in the future by the viewer based on at least one of the received negative and positive 
examples feedback (e.g. the present invention can be applied to any automatically 
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generated recommendations tiiat are based on an evaluation of user behavior, sucli as 
a viewing liistory or a purcliase liistory, §0026, lines 10-13); 

said determination of the recommendation performed at the viewer location 
utilizing a processor provided as part of the viewer's data receiving apparatus (e.g. The 
audience predictor 100 may be embodied as any computing device, such as a personal 
computer or workstation, that contains a processor 150, §0027, lines 1-3). 

Regarding claim 2, Schaffer discloses the method further comprising generating 
a user profile for the user based on previous behavior of the user, wherein the 
determining comprises determining the recommendation based on the negative 
example and the user profile (e.g. the profiling process processes the viewing histories 
to generate the corresponding user profiles, §0029, lines 1-2). 

Regarding claim 3, Schaffer further discloses wherein the generating of the user 
profile comprises generating an implicit user profile (As shown in Fig. 3, the implicit user 
profile 300 contains a plurality of records 305-313 each associated with a different 
program feature, §0035, lines 2-4). 

Regarding claim 4, Schaffer further discloses wherein the determining comprises 
determining the recommendation based on the negative and positive examples (§0045, 
lines 3-6). 
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Claim 5 is cancelled. 

Regarding claim 6, Schaffer discloses the method further comprising: 
mapping the negative example to an electronic program guide database of 

the user (§0025, lines 3-7); and 

determining an equivalent negative example for the user from the electronic 

program database (e.g. the program recommendation process generates program 

recommendation scores for the programs in a time period of interest, based on the 

feature counts in the user profiles, §0045, lines 3-6). 

Regarding claim 7, Schaffer discloses the method further comprising: 
mapping the positive example to an electronic program guide database of 

the user (§0025, lines 3-7); and 

determining an equivalent positive example for the user from the electronic 

program database (§0045, lines 3-6). 

Regarding claim 8, Schaffer discloses the method further comprising determining 
the one or more other users (e.g. a number of users, §0025, line 5). 

Regarding claim 9, Schaffer further discloses wherein the determining comprises 
selecting the one or more other users based on geographical location of the one or 
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more other users (e.g. selected for the user based on his or her demographics, §0036, 
lines 13-14). 

Regarding claim 10, Schaffer further discloses, wherein the determining 
comprises selecting the one or more other users based on a similarity of likes and/or 
dislikes with the one or more other users (§0044, lines 1-7). 

Regarding claim 1 1 , Schaffer further discloses wherein the determining 
comprises selecting the one or more other users by the user (§0049, lines 1-6). 

Regarding claim 12, Schaffer further discloses, wherein the selecting comprises: 
presenting a plurality of other users to the user (e.g. As shown in Fig. 1 the 

audience predictor 1 GO uses the raw viewing histories of a number of users to predict 

the size of an audience, §0025, lines 3-6); and 

the user selecting from among the plurality of other users to determine the one or 

more other users (e.g. Fig. 3 is a table illustrating an exemplary implicit user profile 

contains a plurality of records each associated with a different program feature, §0035, 

lines 1-4). 

Regarding claim 13, Schaffer further discloses, wherein the presenting comprises 
presenting the plurality of users based on geographical location of the one or more 
other users (§0021, lines 1-6). 
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Regarding claim 14, Schaffer further discloses, wherein the presenting comprises 
presenting the plurality of users based on a similarity of likes and/or dislikes of the one 
or more other users (e.g. Fig. 4 is a table from the program database of figs 1 and 2, 
with field 480 is record and indication of the predicted audience as determined by the 
audience prediction process, §0038, lines 1-2 ad 0039) . 

Regarding claim 15, Schaffer further discloses, wherein the selecting comprises 
the user indicating the one or more other users (§0026, lines 1-5). 

Claims 16-23 are cancelled. 

Response to Arguments 

18. Applicant's arguments filed 07/29/2008 have been fully considered but they are 
not persuasive. 

19. As to Applicants' assertion that amended claim 1 is "a method claim generating 
recommendations of television programming for a viewer". Examiner respectfully submits 
that the amended claim 1 does not include the "generating" step. Therefore, it is not 
qualify as a statutory process under 35 USC §101 because the claim does not 
transform underlying subject matter nor it is tied to another statutory class. See the 
rejection under §101 above. 
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20. As to Applicants' assertion tliat "in the prior art there is no processing or 
recommendations being made at the viewer location" . Ihe Examiner respectfully disagrees. 
The prior art has been clearly disclosed by Fig. 6 a flow chart describing an exemplary 
profiling process used by the audience predictor. Wherein, the audience predictor 
referred to as "viewer's data receiving apparatus" or "viewer location". 

For the reasons set forth above, the teachings of Schaffer still apply to amended 
independent claim 1; therefore, the rejection of the claims under 35 USC 102(e) is 

maintained. 

Conclusion 

21 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning tliis communication or earlier communications from the 
examiner should be directed to CECILE VO whose telephone number is (571 )270-3031 . 
The examiner can normally be reached on Mon - Thu (9AM - 5:00PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tony Mahmoudi can be reached on 571-272-4078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status Information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

October 28, 2008 /Cecile Vo/ 

Examiner 
Art Unit 2169 

/H. Q. P./ 

Primary Examiner, Art Unit 2169 



/Tony Mahmoudi/ 

Supervisory Patent Examiner, Art Unit 2169 



